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DETAILED ACTION 
Remarks 

1. In response to communications files on 20-December-2004, claims 1-2 
are cancelled; claims 3-9 are amended; and claims 10-26 are added per 
applicant's request. Therefore, claims 3-26 are presently pending in the 
application. 



Claim Rejections - 35 (JSC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made 
in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claims 3-7, 10-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Padwick et al. 



As to claim 3, Padwick et al. teach a system comprising: 

an electronic document generation module configured to allow a user 

to generate an electronic document (see page 1 , paragraph 4-12); 

an input device configured to receive from a user a predefined string of 

characters for entry into the electronic document, wherein the predefined 
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string of characters represents information that is to be inserted into the 
electronic document (see page 4, figure 3.30), 

an active messaging module configured to recognize the predefined 
string of characters and, in response automatically open a messaging window 
on a display that permits the user to compose a message requesting the 
information that is to be inserted into the electronic document from one or 
more recipients (see Page 2 paragraph 2 and page 4 figure 3.30 and 
paragraph 4). 

As to claim 4, Padwick et al. teach wherein said message window 
includes: 

a context window, said context window to include a subset of said 
document proximate the location of said predefined string of characters (see 
page 4, figure 3.30). 

As to claim 5, Padwick et al. teach wherein the active messaging 
module is further configured receive a response from a recipient and display 
the response to the user (see page 26, paragraph 10). 

As to claim 6, Padwick et al. teach wherein the active messaging 
module is further configured to automatically integrate the response into the 
electronic document in response to receiving approval from the user (see 
page 26, paragraphs 10-1 1 and page 27, figure 3.48 and paragraphs 2-3). 
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As to claim 7, Padwick et al. teach wherein the active messaging 
module is further configured to permit the user to edit the response (see page 
29, paragraph 2). 

As to claim 10, Padwick et al. teach wherein the active messaging 
module is further configured to automatically integrate an edited response into 
the electronic document (see page 26, paragraphs 10-1 1 and page 27, figure 
3.48 and paragraphs 2-3). 

As to claim 1 1 , Padwick et al. teach a method comprising: 
entering a predefined string of characters into an electronic document 
by a user, wherein the predefined string of characters represents information 
that is to be inserted into the document (see page 1 , paragraphs 4-1 1 and 
page 4, figure 3.30); and 

by machine, recognizing the predefined string of characters in the 
electronic document and, in response to a recognition of the predefined string 
of characters, automatically opening a messaging window on a display that 
permits the user to request the information that is to be inserted into the 
electronic document from one or more recipients (see page 2, paragraph 2 
and page 4, figure 3.30 and paragraph 4). 
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As to claim 12, Padwick et al. teach wherein the message window 
includes a portion of the electronic document surrounding the predefined 
string of characters (see page 4, figure 3.30). 

As to claim 13, Padwick et al. teach the method further comprising: 
enabling the user to vary the portion of the electronic document that is 
included in the message window (see page 29, paragraphs 1-2). 

As to claim 14, Padwick et al. teach wherein the message further 
includes a messaging area in which the user can enter a message to the one 
or more recipients (see page 1, paragraph 9; page 4, figure 3.30 and 
paragraph 5; and page 7, figure 3.32). 

As to claim 15, Padwick et al. teach wherein the one or more recipients 
includes a person (see page 1, paragraph 9; page 4, figure 3.30 and 
paragraph 5; and page 7, figure 3.32). 

As to claim 16, Padwick et al. teach wherein the predefined string of 
characters comprises a single character (see page 4, figure 3.30 and page 9, 
figure 3.33). 
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As to claim 1 7, Pad wick et al. teach the method further comprising: 
transmitting a message containing a request for the information that is 

to be inserted into the document to the one or more recipients (see page 1 , 

paragraph 1 1 ). 

As to claim 18, Padwick et al. teach the method further comprising: 
receiving a response back from one or more of the recipients (see 
page 29, paragraphs 1-2). 

As to claim 19, Padwick et al. teach the method further comprising: 
displaying the response to the user (see page 29, paragraphs 1-2); 

and 

enabling the user to approve the response before it is inserted into 
the electronic document (see page 26, paragraph 1 1 ). 

As to claim 20, Padwick et al. teach the method further comprising: 
automatically inserting the response into the electronic document 

upon approval from the user (see page 26, paragraph 1 1 and page 29, 

paragraph 2). 



As to claim 21 , Padwick et al. teach a computer-implemented 
method comprising: 
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transmitting an electronic message containing a request for the 
information that is to be inserted into an electronic document to one or 
more recipients, wherein the message includes a portion of the electronic 
document surrounding a location of where the information is to be inserted 
(see page 1; page 2, paragraph 2; and page 4, figure 3.30 and paragraph 
4); 

receiving a response back from one or more of the recipients (see 
page 29, paragraphs 1-2); and 

automatically inserting the response into the electronic document 
(see page 29, paragraph 2). 

As to claim 22, Padwick et al. teach the method further comprising: 
displaying the response to the user (see page 29, paragraphs 1-2); 

and 

enabling the user to approve the response before it is automatically 
inserted into the electronic document (see page 26, paragraph 11). 

As to claim 23, Padwick et al. teach wherein automatically inserting 
the response into the electronic document (see page 29, paragraphs 1-2) 
comprises: 

automatically inserting the response into the electronic document 
upon approval from the user (see page 26, paragraphs 10-1 1 and page 
27, figure 3.48 and paragraphs 2-3). 
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As to claim 24, Padwick et al. teach the method further comprising: 
displaying the response to the user (see page 29, paragraphs 1-2); 

and 

enabling the user to edit the response before it is automatically 
inserted into the electronic document (see page 26, paragraph 1 1 ). 

As to claim 25, Padwick et al. teach wherein automatically inserting 
the response into the electronic document comprises: 

automatically inserting the response into the electronic document 
upon approval from the user (see page 26, paragraphs 10-1 1 and page 
27, figure 3.48 and paragraphs 2-3). 

As to claim 26, Padwick et al. teach wherein the electronic 
message further includes a messaging area in which the user can enter a 
message to the one or more recipients (see page 1 , paragraphs 4-12). 

4. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made 

in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371 (c) of this title before the invention thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and High 
Technology Technical Amendments Act of 2002 do not apply when the 
reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the 
prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

5. Claim 8 is rejected under 35 U.S.C. 102(e) as being anticipated by Brown 
(U.S. patent 6,014,711). 

As to claim 8, Brown teaches a computer-implemented method 
(see column 1, lines 6-13) comprising: 

receiving a predefined string of characters into an electronic 
document entered by a user, wherein the predefined string of characters 
represents a user-defined unknown (see column 3, lines 12-31); 

recognizing the predefined string using a first computing device, 
and, in response to recognizing the predefined string automatically 
assembling a query that includes a set of context data extracted from text 
a portion of-the electronic document disposed proximate to user-defined 
unknown (see column 3, lines 12-31); 

transmitting the query to a database located remotely from the first 
computing device (see column 3, lines 12-31); 
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searching the database for information responsive to the user- 
defined unknown using information contained in the query (see column 3, 
lines 12-31); and 

transmitting a response containing responsive information to the 
first computing device (see column 3, lines 12-31). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brown (U.S. patent 6,014,711) as applied to claim 8 above, and further in 
view of Pad wick et al. 

As to claim 9, Brown does not teach the method further comprising: 
automatically inserting the responsive information into the electronic 
document in response to receiving an approval from the user. 

Padwick et al. teaches creating, sending, and receiving electronic 
document (see manual), in which he teaches the method further 
comprising: 
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automatically inserting the responsive information into the 
electronic document in response to receiving an approval from the user 
(see page 26, paragraphs 10-1 1 and page 27, figure 3.48 and paragraphs 
2-3). 

Therefore, it would have been obvious to a person having ordinary 
skill in the art at the time the invention was made to have modified Brown , 
to include the method further comprising: 

automatically inserting the responsive information into the 
electronic document in response to receiving an approval from the user. 

It would have been obvious to a person having ordinary skill in the 
art at the time the invention was made to have modified Brown by the 
teaching of Padwick et al., because the method further comprising: 

automatically inserting the responsive information into the 
electronic document in response to receiving an approval from the user, 
would enable the method because, the user know if the recipient open the 
message and read it. 

Response to Arguments 
8. Applicant's arguments filed 20- December- 2004 with respect to the 
rejected claims in view of the cited references have been fully considered 
but they are not found persuasive: 

In response to applicants' arguments that " Gouqh nor Birrell, fail to 
teach or suggest an active messaging module configured to recognize the 
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predefined string of characters and, in response automatically open a 
messaging window on a display that permits the user to compose a message 
requesting the information that is to be inserted into the electronic document 
from one or more recipients", the arguments have been fully considered but 
are not deemed persuasive, because Pad wick et al. teaches the response 
automatically open a messaging window on a display that permits the user to 
compose a message (see Padwick et al.. page 2, paragraph 2 and page 4, 
figure 3.30). 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE 
FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from the mailing date of this action. In the event 
a first reply is filed within TWO MONTHS of the mailing date of this final 
action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the 
mailing date of the advisory action. In no event, however, will the statutory 
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period for reply expire later than SIX MONTHS from the mailing date of 
this final action. 

10. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Belix M. Ortiz whose telephone 
number is 571-272-4081 . The examiner can normally be reached on 
moday-friday 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Dov Popovici can be reached on 571-272- 
4083. The fax phone number for the organization where this application 
or proceeding is assigned is 703-872-9306. 



March 12,2005 
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